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DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 33 through 50, which are all of the clains
pending in this application.

Appellant's invention relates to a tinme recording nethod
for assisting in the treatnent of sleep disorders. The user
automatically records awake tinme or sleep tinme by contacting a
switch connected to a tinmer while awake and automatically

rel easing the swtch when the user falls asleep. The tiner
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records either awake tinme while the switch is depressed or
sleep tinme while the switch is released. Cdainms 33 and 40 are
illustrative of the clainmed invention, and they read as
fol |l ows:

33. Atime recording nmethod for a user to automatically
record awake tinme in a rest position to assist in the
treatment of sleeping disorders, said method conprising the
steps of:

said user contacting a swtch
said user starting a tiner by contacting the swtch;

sai d user nmintaining continued user contact with the
switch and recording awake time on said timer for so |long as
the switch is contacted; and

sai d user renoving user contact fromthe switch when the
user falls asleep and thereby stopping the tiner.

40. A time recording nethod for a user to automatically
record sleep in a rest position tine to assist in the
treatment of sleeping disorders, said method conprising the
steps of:

said user contacting a swtch to control a tiner;

sai d user maintaining continued user contact with said
switch and preventing the recordal of time on said tiner for
so long as said continued contact is maintained;

sai d user renoving user contact fromthe switch when the
user falls asleep and thereby starting the recordal of tinme on
the timer upon falling asleep; and

said user recording sleep tinme on said tinmer for so |ong
as the switch is rel eased.
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The prior art references of record relied upon by the
exam ner in rejecting the appeal ed cl ai ns are:

For bat h 4,493, 043 Jan. 08, 1985
Mller et al. (Mller) 5,124, 960 Jun. 23, 1992

Clainms 33 through 37, 40 through 44, 47 and 48 stand
rejected under 35 U.S.C. § 103(a) as bei ng unpatentabl e over

For bat h.

Clainms 38, 39, 45, 46, 49, and 50 stand rejected under
35 U.S.C. §8 103(a) as being unpatentable over Mller in view
of For bat h.

Reference is made to the Exam ner's Answer (Paper No. 20,
mai | ed February 3, 1999) for the exam ner's conpl ete reasoning
in support of the rejections, and to appellant's Brief (Paper
No. 19, filed August 20, 1998) for appellant's argunents
t her eagai nst .

OPI NI ON

We have carefully considered the clainms, the applied

prior art references, and the respective positions articul ated

by appellant and the exam ner. As a consequence of our
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review, we will reverse the obviousness rejections of clains
33 t hrough 50.

Al of the clains are directed to nethods for recording
ei ther awake or sleep tine to assist in the treatnent of
sl eeping di sorders. Each claimincludes in the preanble a
reference to recording sleep or awake tines and to the use of
treating sleeping disorders and also includes a step of
removi ng user contact froma switch "when the user falls
asl eep. "

Forbath is directed to the recording of tine periods
associated wth childbirth such as for |abor pain, fetus
novenent, and breastfeeding. |In Forbath, the user contacts a
switch, for exanple at the beginning of a contraction, thereby
starting a timer, maintains contact throughout the
contraction, and stops the timer by renoving contact with the
switch at the end of the contraction. Nowhere does Forbath
suggest a step of renobving contact with a swtch as the user
falls asl eep nor neasuring awake or asleep tine.

The exam ner admts (Final Rejection, page 2) that
Forbath fails to disclose "the environnment of recording
'sleep’ and 'awake' times." The exam ner, however, concl udes
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that recording sleep and awake tinmes are "obvious uses of the
di scl osed nethod of the patent in view of a variety of
applications of the tinmer disclosed therein.... The device
and associ ated nmethod may thus be used in any application
where time neasuring is required with
a hand-held tiner." The exam ner continues (Final Rejection,
page 3) that
use of the device of Forbath is not limted to any
particular mental state of the user. Thus, the
met hod may be practiced in the manner disclosed to
measure tinme periods when the person is awake or
asl eep, or engaged in other activity if switch 14 is
actuated previously. The involuntary action of
falling asleep of the user subsequent to actuation
of the timer switch in Forbath would be within the
ordi nary and usual range of choices for such an
i ndividual. The step of falling asleep as cl ai ned,
therefore, cannot serve to provide any patentable
subject matter to the otherw se known net hod.
The exam ner has essentially disregarded the clained
met hod steps and focused solely on the device used to
i npl enent the nethod. Since Forbath discloses a tiner with a
user-activated switch, the exam ner concludes that the

remaining claimlimtations (i.e., those directed to the

met hod per se) woul d have been obvi ous.

All of the clains are directed to nethods (or processes).
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35 U.S.C. §8 100(b) states that "'process' neans process, art
or nethod, and includes a new use of a known process, nachi ne,
manuf act ure, conposition of matter, or material." Al though
Forbath's device may "be used in any application where tine
measuring is required with a hand-held tinmer," the question
still remains whether the prior art suggested the particular
cl ai med use or application. The Federal G rcuit has held that
"[t]he mere fact that the prior art may be nodified in the
manner suggested by the Exam ner does not nake the
nodi fi cation obvious unless the prior art suggested the
desirability of the nodification.” 1In re Fritch, 972 F. 2d
1260, 1266 n. 14, 23 USPQ2d 1780, 1783-4 n.14 (Fed. Gr. 1992),
citing In re Gordon, 733 F.2d 900, 902, 221, USPQ 1125, 1127
(Fed. Cir. 1984). Appellant has basically clainmed a new use
for an old tinmer and switch, which can be patentable under the
statute if such new use is not disclosed or suggested by the
prior art.

The entire disclosure of Forbath is directed to
activities associated with childbirth. Nowhere does Forbath

suggest that the device and nethod may be used with any
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activities other than those explicitly described. Further, in
Forbath, the user of the tinmer nust consciously press the
switch to activate the tiner, continue pressing the switch to
mai ntain the on-state of the tiner, and consciously rel ease
the switch to stop the timer at the end of the activity being
timed. For clainms 40, 48, and 50, Forbath is diametrically
opposed to the clained invention in that Forbath tinmes an
activity during which a user is very nmuch awake, whereas the
clainms recite tracking the time during which the user is
asleep. Cainms 33, 47, and 49, as well as clains 40, 48, and
50, recite that the user releases the switch when he falls
asl eep, whereas Forbath requires the user to be awake to
rel ease the switch. Thus, Forbath's disclosure again is
contrary to the claimed invention.

Further, the exam ner states (Answer, page 4) that

the use of a tiner to nmeasure the tinme of a specific

event has no patentable significance with respect to

the event itself, unless there exists sone physical
connecti on between the event environnent and the

timer. In applicant's case, there exists no
connection or physical nethod step between the tiner
and the sleep environnent.... The terns "awake

time" "and sleep tine" add nothing to the clains
other than the user's nental state.



Appeal No. 1999-1660
Appl i cation No. 08/444, 242

In the present clains, there is a physical connection between
sl eeping (the exam ner's "event environnment") and the tiner.
The user nust fall asleep to release the switch and, thus,
activate or deactivate the tiner. As to a connection or
physi cal nethod step between the tinmer and the sleep tine,
each claimrecites a nethod step of the user renoving contact
fromthe swtch (and thus activating or deactivating the
timer) "when the user falls asleep.” 1In the face of such a
claimlimtation, the examner's assertion that there is no
physi cal nethod step between the timer and the sleep tine is
i nconprehensi ble. Last, the terns "awake tinme" and "sl eep
time" do not nerely add the user's nental state, as they
descri be what the tiner is to nonitor

Forbath clearly does not disclose using a tiner and
switch in neasuring sleep or awake tinme nor the step of
rel easing the switch when a user falls asleep. Nor does
For bat h suggest such use or nethod step. For a rejection
under 35 U. S.C. 8 103, the examiner is required to provide a
reason from sone teaching, suggestion or inplication in the
prior art as a whole, or know edge generally available to one
of ordinary skill in the art, why one having ordinary skill in
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the pertinent art would have been led to nodify the prior art

to arrive at the clained invention. Uniroyal, Inc. v. Rudkin-
Wley, 837 F.2d 1044, 1052, 5 USPQ2d 1434, 1438 (Fed. Gr
1988), cert. denied, 488 U S. 825 (1988). These show ngs by

t he exam ner are an essential part of conplying with the
burden of presenting a prima facie case of obviousness. Note
In re Cetiker, 977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed.
Cr. 1992). Furthernore, "[o0] bviousness may not be

establ i shed using hindsight or in view of the teachings or

suggestions of the inventor." Para-Ordnance Mg., Inc. v. SGS
| nporters Int’l, Inc., 73 F.3d 1085, 1087, 37 USPRd 1237,
1239

(Fed. Cir. 1995), citing WL. CGore & Assocs., Inc. v. Grlock
Inc., 721 F.2d 1540, 1551, 1553, 220 USPQ 303, 311, 312-13
(Fed. Gr. 1983). The exam ner has provided no evidence or
convincing line of reasoning as to why the skilled artisan
woul d have used the device and nethod of Forbath for timng
awake or sleep tine such that the switch is rel eased when the
user falls asleep. Therefore, the exam ner has failed to

establish a prima facie case of obviousness. Accordingly, we
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cannot sustain the rejection of clains 33 through 37, 40
t hrough 44, 47 and 48 over Forbat h.

For claims 38, 39, 45, 46, 49, and 50, the exam ner
relies on Mller in view of the teachings of Forbath. Mller,
di scl oses the placenent of a swtch and tinmer on a user's
finger and arm respectively. Mller, however, is directed to
timng events, such as during athletic activities, where the
user nust be able to concentrate on such activity and is,

t hus, very nmuch awake. Ml er does not suggest using the
timer for neasuring sleep or awake tine. Additionally, the
user in MIller activates a tiner by depressing and rel easing a
switch. The user then stops the tinmer at the conclusion of
the activity by again depressing and rel easing the swtch.
Bot h activation and deactivation are acconplished by
consciously pressing the switch. Mller's nethod differs
significantly fromthe clai ned nmethods of activating and
deactivating a tiner by releasing contact with a switch when
the user falls asleep. Consequently, MIler cannot cure the
above-noted deficiency of Forbath. Therefore, we cannot
sustain the rejection of clains 38, 39, 45, 46, 49, and 50

over MI Il er and For bat h.
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CONCLUSI ON

The decision of the exam ner rejecting clains 33 through

50 under 35 U . S.C. § 103 is reversed.

REVERSED

GARY V. HARKCOM
Vice Chief Adm nistrative Patent Judge

PATENT
LEE E. BARRETT )
Adm ni strative Patent Judge )
)
| NTERFERENCES
)
)
)
ANl TA PELLMAN GRCSS )
Adm ni strative Patent Judge )
AG RWK
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